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Art Unit: 3672 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 4-10, 13, 14, 17, 19-23, and 26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US patent 6,388,577 to Carstensen. 

Regarding claims 1,17, and 19, Carstensen discloses a system of two or more valves 
wherein said valves operate over a designated pressure interval and are arranged to actuate 
performance of a sequenced set of events by one or more downhole tools with the application of 
pressure to said valves (see Figs. 1-4 and 9, col. 5, line 42 through col. 6, line 65, and col. 1 1, 
lines 25-35), and an associated apparatus comprising a combination of two or more valves 
arranged as sub-assemblies wherein one sub-assembly communicates with another sub-assembly 
through pressure isolating connections (see col. 5, line 47 through col. 6, line 16, and col. 11, 
lines 25-35). 

Regarding claim 4, one or more of the valves is inherently annular based. 

Regarding claim 5, the set of events is selected from the currently claimed group of 
events (see col. 4, lines 12-35). 

Regarding claim 6, said valves operate one or more remote electrical devices that 
communicate with a command base via a wireline (see coL 6, lines 31-33, and col. 7, line 53 
through col. 8, line 14). 
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Regarding claim 7, said valves operate one or more remote electrical devices that are 
powered at a remote location without requiring wireline support (see col. 3, lines 47-62). 

Regarding claims 8-10 and 21-23, at least one of valves 23, 25, 1 10, or 112 is inherently 
adaptable to: allow fluid to flow therethrough in only one direction, to cause fluid flow 
therethrough to cease when said fluid flow reaches a predefined rate or imposes a predefined 
pressure upon said valve, or to allow fluid flow therethrough when said fluid flow imposes a 
predefined pressure upon said valve. 

Regarding claims 13, 14, and 26, one or more orifices are adapted to limit flow of fluid 
through one or more of said valves to a predefined flowrate (see col. 5, lines 51-57 and col. 6, 
lines 41-44). 

Regarding claim 20, wireline communication is provided through said sub-assemblies 
(see Figs. 3-4). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
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the inventor and invention dates of each claim that was not conmionly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 2, 3, 12, 18, and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carstensen in view of US patent 6,450,263 to Schwendemann. 

Carstensen teaches the system and apparatus of two or more valves that operate over a 
designated pressure interval as applied to claims 1 and 17 above. It is not expressly taught that 
one or more of the valves is a cartridge valve, a single purpose cartridge valve, or that a burst 
disk is present to allow fluid flow out of one or more of the downhole tools. 

Schwendemann teaches a valve that operates over a designated pressure interval similar 
to that of Carstensen. It is further taught that the valve is a single purpose cartridge type valve 
with a burst disk that can be adapted to allow fluid flow out of one or more of the downhole tools 
(see Fig. 5 and col. 1 , lines 32-65). It would have been obvious to one of ordinary skill in the art, 
having the teachings of Carstensen and Schwendemann before him at the time the invention was 
made, to modify the system of valves taught by Carstensen to include the single purpose 
cartridge type valve of Schwendemann. One would have been motivated to make such a 
combination since Schwendemann has shown it to be notoriously known in the downhole well 
tool art to use these types of valves to perform actions at predetermined well pressures. 

6. Claims 2, 3, 1 1, 12, 18, 24, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carstensen in view of US patent 4,865,127 to Koster. 

Carstensen teaches the system and apparatus of two or more valves that operate over a 
designated pressure interval as applied to claims 1 and 17 above. It is not expressly taught that 
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one or more of the valves is a cartridge valve, a single purpose cartridge valve, or that a burst 
disk is present to allow fluid flow out of one or more of the downhole tools, or that at least one 
screen is adapted to filter solids having predefined dimensions from fluids before the fluids flow 
through one or more of the valves. 

Koster teaches downhole valves that operate over a designated pressure similar to that of 
Carstensen. It is further taught that the valve is a single purpose cartridge type valve 55 with a 
burst disk that can be adapted to allow fluid flow out of one or more of the downhole tools, and 
that at least one screen is adapted to filter solids having predefined dimensions from fluids before 
the fluids flow through one or more of the valves (see Figs. 4 and 5, and col. 4, lines 19-40). It 
would have been obvious to one of ordinary skill in the art, having the teachings of Carstensen 
and Koster before him at the time the invention was made, to modify the valve system taught by 
Carstensen to include the single purpose cartridge type valve and filter screen of Koster, in order 
to obtain a system for deflating a packer after its intended use. One would have been motivated 
to make such a combination since Koster has shown it to be notoriously known in the art to use 
single purpose cartridge type valves and filter screens downhole for this purpose. 
7. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
patent 5,704,426 to Rytlewski et al in view of Carstensen. 

Regarding claim 15, Rytlewski et al teach a method for perforating and treating multiple 
intervals of one or more subterranean formations intersected by a wellbore, said method 
comprising the steps of: (a) deploying a bottom-hole assembly ("BHA") fi-om a tubing string 
within said wellbore, said BHA having a perforating device 152, 154, or 156, and a sealing 
mechanism 158; (b) using said perforating device to perforate at least one interval of said one or 
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more subterranean formations; (c) positioning said BHA within said welibore and activating said 
sealing mechanism so as to establish a hydraulic seal below said at least one perforated interval; 
(d) pumping a treating fluid down the annulus between said tubing string and said welibore and 
into the perforations created by said perforating device (see coL 1, lines 6-16), without removing 
said perforating device from said welibore; (e) releasing said sealing mechanism; and (f) 
repeating steps (b) through (e) for at least one additional interval of said one or more 
subterranean formations (see Figs. 14a-14d and col. 11, line 34 through col. 12, line 25). It is not 
expressly taught that at least one of said steps is actuated by a system of valves that operates over 
a designated pressure interval and is arranged to actuate performance of said step with the 
application of pressure to said valves. 

Carstensen broadly teach a valve system that can be used with most any type of pressure 
actuated downhole tool, including a perforating tool and sealing mechanism (see Fig. 2 and col. 
7, line 56 through col. 8, line 9). It is further taught that the system of valves operates over a 
designated pressure interval and is arranged to actuate performance of said step with the 
application of pressure to said valves (see col. 5, line 42 through col. 6, line 65, and col. 11, lines 
25-35). It would have been obvious to one of ordinary skill in the art, having the teachings of 
Rytlewski et al and Carstensen before him at the time the invention was made, to modify the 
method taught by Rytlewski et al to include the valve system of Carstensen, in order to obtain a 
valve system that substantially reduces the number of control lines extending to the earth's 
surface, as taught by Rytlewski et al in column 11, lines 64-66. One would have been motivated 
to makes such a combination because Rytlewski et al have shovm it to be economical and 
convenient to employ this system downhole for any type of pressure operated tool, wherein it is 
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well known that economics and convenience are important factors for the selection of downhole 
actuation systems (see col. 1, lines 56-67), and because Carstensen has shown it to be notoriously 
known in the art to operate a perforating device with valves of this type. 

Regarding claim 16, the combination applied to claim 15 above teaches that additional 
steps are performed including establishing electrical communication through said sealing 
mechanism (see Fig. 2 and col. 7, line 56 through col. 8, line 9 of Carstensen). 

Response to Arguments 
8. Applicants argimients filed November 9, 2005 have been fully considered but they are 
not persuasive. The Applicant's arguments first state that a sequence is initiated by a "single 
application of pressure" without the need of a human operator, wherein there is a remote 
intervention logic valve acting as a "downhole brain". The Applicant then argues that a valve of 
Carstensen could be remotely commended, but not as a part of a "pressure driven downhole 
computer". These arguments are more limiting than the claims themselves because none of these 
limitations are present in the currently pending claims. 

It is also argued that if Carstensen could be read in such a way that the system of valves 
acted as the "downhole brain", there is no explanation given of how to accomplish it. I 
respectfully assert that the currently pending claims are also silent as to how to accomplish this, 
especially since the system of valves is not claimed in combination with, or to act as, a "pressure 
driven downhole computer" or a "downhole brain". 

Yet, in regards to the point of a human operator, Carstensen explicitly states that specific 
and precise timing of the pressure pulse is needed and that a portable computer can be used to 



Application/Control Number: 1 0/628,2 1 4 Page 8 

Art Unit: 3672 

initiate those pulses (see col. 6, lines 23-39). It is also stated that the duration of pulses can be on 
the order of milliseconds (see col. 10, lines 27-35), which would appear to be impossible for a 
human to achieve alone. 

Carstensen is still viewed as anticipating a system of two or more valves to actuate 
performance of a sequenced set of events by a downhole tool. As an example, crown valve 1 10 
and jumper valve 1 12 receive an application of pressure, and then direct that pressure downhole 
to a tool 116, such as a sleeve valve. When the sleeve receives the pressure impulse, it is 
assumed that the sleeve either opens or closes, which is a first event. If the sleeve opens, then 
flow is most likely allowed to enter downhole tubular, which is a second event that occurs 
sequentially after the first event. This fluid is then produced to the surface in a third event. This 
sequence of events could not occur without the three valves responding in sequence to a pressure 
impulse sent by the air gun 102 (see col. 11, lines 25-35). A fiirther example is seen in column 
12, lines 3-49, wherein an event such as dewatering, cannot occur until a check valve is remotely 
controlled by a pressure impulse from the surface. It is also of note that Carstensen teaches that 
his invention can accomplish rapid sequencing control for OMNI valves, which is of particular 
relevance to the currently claimed invention. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 4:00pm. The 
examiner can also be reached on altemate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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S upcrvi8or>^ Patent E x a jniner 
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